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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 



6,256,063 



SAITO ET AL. 



7-2001 



5,136,320 



KOBAYASHI ET AL. 



8-1992 



6,344,875 



HASHIMOTO ET AL. 



2-2002 



(9) Grounds of Rejection 



The following ground(s) of rejection are applicable to the appealed claims: 



Claim Rejections - 35 USC § 103 



1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



2. Claims 1-3, 15-22, 32-35, 50-51, 54-57, 62, 65, 67-70, 72, 81, 83-87, 89, 94, 97, 100- 
102, 104, 113, 115-120, 126, 128, 130-133, 143, 145-171, and 174-177 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Saito et ai, U.S. Patent 6,256,063, in view of 
Kobayasbi et al, U.S. Patent 5, 136,320. 

Regarding claims 1, 54, 69, 86, 101, 1 18 and 132, Saito et al teaches an image 
sensing apparatus (camera 10) that judges at least whether said image sensing apparatus 
is connected to an external device (host computer 30) through a memory card such that 
the operations of the image sensing apparatus, including image capture, are controlled by 
the external device (host computer 30), which reads on an external control state in which 
said apparatus is controlled by an external controller unit (col. 9, line 47-col. 10, line 3). 
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The determination device is inherently taught because the camera judges whether 
the camera is in normal mode or remote mode according to whether the flag is set of not 
(see column 9, lines 49-54). 

Saito also teaches that the image sensing apparatus can capture images when its 
shutter release button is pressed, which reads on an image sensing state in which said 
apparatus is not controlled by the external controller unit, individually (col. 9, lines 4-7). 
Therefore, Saito teaches that operations of the camera may be controlled individually or 
by an external device (see column 9, line 63 to column 10, line 3), which reads on 
determination of operations of the image sensing apparatus in accordance with whether 
the image sensing apparatus is controlled by an external device. 

In another embodiment, Saito discloses a driving device (see figure 11, element 
236) that moves an image sensing optical system (see figure 11, element 231 and column 
13, lines 33-39). The Saito reference also discloses the system controller or 
determination device determines an operation of said driving device in accordance with a 
judgment result of said determination device, by detecting the operation of the zoom 
lever (236) after it is implied the system controller or determining device has already 
determined the camera is in the normal mode by the flag, the system controller then 
begins to drive or optically zoom the zoom lens (231) in accordance with the judgment 
result that the device is in an image sensing state in which said apparatus is not controlled 
by the external controller unit (see column 13, lines 33-38). The Saito reference further 
discloses the system controller or determination device determines an operation of said 
driving device in accordance with a judgment result of said determination device that the 
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device is in an image sensing state in which said apparatus is controlled by the external 
controller, wherein it is implied the system controller or determining device has already 
determined the camera is in the external mode by the flag before the host computer sends 
a zoom command to the determination device to drive to the lens (see column 9, line 66 
to column 10, line 3). Therefore, Saito reference discloses the determine determination 
device also determining an operation of said driving device in accordance with a 
judgment result of said determination device in two of the three states, an image sensing 
state and the external controller state. 

Saito also discloses a liquid crystal display (232) and LCD driving circuit (233) 
which can display in a playback mode the real-time image and can also display the still 
images which are recorded in the image to confirm a photographing (see column 13, lines 
14-32). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to have been motivated to modify the first embodiment of the Saito 
reference in view of the fifth embodiment to have a driving device and a playback mode 
in which said apparatus is not controlled by the external controller unit, in order to focus 
the image and view the image during photographing, so that the user instantly verify the 
image was captured correctly, making the photographing process easier while saving the 
user time not having to connect to the host computer. The system control determining 
that the camera is in normal mode and displaying the images on the LCD reads on the 
determining device judging whether said apparatus is in a playback state in which said 
apparatus in not controlled by the external controller unit. 
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The Saito reference does not teach that the driving device moves an image 
sensing optical system to image sensing and non-image sensing regions. 

Kobayashi teaches a driving device (zoom motor 1 0) that moves an image sensing 
optical system (zoom lens 1 1) to image sensing and non-image sensing regions (col. 9, 
lines 13-18, 43-49). The Kobayashi discloses the camera has several modes including a 
lock mode (see column 10, lines 15-20), when the determination device or controller 
determines the camera is in the lock mode, the lens is moved to a non-image sensing or 
storage region (see column 16, lines 38-50). When the control determines the camera is 
in marco mode, it moves the lens to an image sensing region (see column 16, lines 53- 
67). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the driving device of Kobayashi that moves 
the lens into image sensing and non-image sensing regions into the image sensing 
apparatus that may be controlled individually or by an external device taught by Saito, in 
order to make an image sensing apparatus that drives its optical system in accordance 
with the desires of its controller in accordance with the mode of operation, whether the 
controller is an individual operator or an external unit. One of ordinary skill would have 
been motivated to make such a modification to provide greater flexibility in operating a 
camera. 

Regarding claims 2, 55, 87, and 1 19, Saito in view of Kobayashi teach the 
apparatus of claims 1, 54, 86, 118, respectively. Saito teaches that when a camera is 
connected to the computer, which reads on the external control state, the computer sends 
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controls the camera pertaining to image sensing (col. 9, line 47-col. 10, line 3). It would 
have been obvious to one of ordinary skill to move the optical system to the image 
sensing region when capturing images. 

Regarding claim 3, 57, 89, and 120, Saito in view of Kobayashi teach the 
apparatus of claims 1, 54, 86, 118, respectively. Saito teaches that the host computer 
transmits shutter release commands to the camera (col. 9, line 47-col. 10, line 3), which 
reads on an external control state in which the external controller unit transmits an image 
sensing signal to the camera. It would have been obvious to one of ordinary skill to move 
the optical system to the image sensing region when capturing images. 

Regarding claim 15, Saito in view of Kobayashi teach the apparatus of claims 1, 
respectively. Kobayashi et al teaches that the non-image sensing region includes a 
position where said optical system is stored (col. 9, lines 15-18). 

Regarding claim 16, Saito in view of Kobayashi teach the apparatus of claim 1. 
Kobayashi et al. teaches that the non-image sensing region includes a predetermined 
position where the optical system is collapsed in a body of said image sensing apparatus 
(col. 9, lines 15-16, and Fig. 3) 

Regarding claims 17, 68, 100, and 131, Saito in view of Kobayashi teach the 
apparatus of claims 1, 63, 86, 118, respectively. Saito teaches that a computer may 
control the operation of the camera, which reads on an external control state in which an 
external computer controls the camera (col. 9, line 63-col. 10, line 3). 
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Regarding claim 18, Saito in view of Kobayashi teach the apparatus of claim 1. 
Kobayashi et al teaches that said driving device includes a motor (zoom motor 10) (col. 
9, lines 43-49). 

Regarding claim 19, Saito et al teaches a camera that judges at least whether said 
camera is connected to an external device (host computer 30) through a memory card 
such that the operations of the image sensing apparatus, including image capture, are 
controlled by the external device (host computer 30), which reads on an external control 
state in which said apparatus is controlled by an external controller unit (col. 9, line 47- 
col. 10, line 3). The determination device is inherently taught because the camera judges 
whether the camera is in normal mode or remote mode according to whether the flag is 
set of not (see column 9, lines 49-54. Saito also teaches that the image sensing apparatus 
can capture images when its shutter release button is pressed, which reads on an image 
sensing state in which said apparatus is not controlled by the external controller unit, 
individually (col. 9, lines 4-7). Saito therefore teaches that operations of the camera may 
be controlled individually or by an external device (see column 9, line 63 to column 10, 
line 3), which reads on determination of operations of the image sensing apparatus in 
accordance with whether the image sensing apparatus is controlled by an external device. 
In another embodiment, Saito discloses a driving device (see figure 11, element 236) that 
moves an image sensing optical system (see figure 11, element 231 and column 13, lines 
33-39). Saito also discloses a liquid crystal display (232) and LCD driving circuit (233) 
which can display the real-time image and can also display the still images which are 
recorded in the image to confirm a photographing (see column 13, lines 14-32). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention to have been motivated to modify the first embodiment of the Saito reference in 
view of the fifth embodiment to have a driving device and a playback mode in which 
said apparatus is not controlled by the external controller unit, in order to focus the image 
and view the image during photographing, so that the user instantly verify the image was 
captured correctly, making the photographing process easier while saving the user time 
not having to connect to the host computer. The system control determining that the 
camera is in normal mode and displaying the images on the LCD reads on the 
determining device judging whether said apparatus is in a playback state in which said 
apparatus in not controlled by the external controller unit. 

The Saito reference does not teach a driving device that moves an image sensing 
optical system to image sensing and non-image sensing regions. 

Kobayashi teaches a driving device (zoom motor 10) that moves a photographing 
optical system (zoom lens 1 1) to photographing and non-photographing regions (col. 9, 
lines 13-18,43-49). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the driving device of Kobayashi into the 
image sensing apparatus that may be controlled individually or by an external device 
taught by Saito to make an image sensing apparatus that drives its optical system in 
accordance with the desires of its controller, whether the controller is an individual 
operator or an external unit. One of ordinary skill would have been motivated to make 
such a modification to provide greater flexibility in operating a camera. 
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Regarding claims 20, 70, 102, and 133, Saito et al teaches an image sensing 
apparatus (camera 10) that judges at least whether said image sensing apparatus is 
connected to an external device (host computer 30) through a memory card such that the 
operations of the image sensing apparatus, including image capture, are controlled by the 
external device (host computer 30), which reads on an external control state in which said 
apparatus is controlled by an external controller unit (col. 9, line 47-col. 10, line 3). The 
determination device is inherently taught because the camera judges whether the camera 
is in normal mode or remote mode according to whether the flag is set of not (see column 
9, lines 49-54. Saito also teaches that the image sensing apparatus can capture images 
when its shutter release button is pressed, which reads on an image sensing state in which 
said apparatus is not controlled by the external controller unit, individually (col. 9, lines 
4-7). Saito therefore teaches that operations of the camera may be controlled individually 
or by an external device (see column 9, line 63 to column 10, line 3), which reads on 
determination of operations of the image sensing apparatus in accordance with whether 
the image sensing apparatus is controlled by an external device. In another embodiment, 
Saito discloses a driving device (see figure 11, element 236) that moves an image sensing 
optical system (see figure 11, element 231 and column 13, lines 33-39). Saito also 
discloses a liquid crystal display (232) and LCD driving circuit (233) which can display 
the real-time image and can also display the still images which are recorded in the image 
to confirm a photographing (see column 13, lines 14-32). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of invention to have been motivated 
to modify the first embodiment of the Saito reference in view of the fifth embodiment to 
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have a driving device and a playback mode in which said apparatus is not controlled by 
the external controller unit, in order to focus the image and view the image during 
photographing, so that the user instantly verify the image was captured correctly, making 
the photographing process easier while saving the user time not having to connect to the 
host computer. The system control determining that the camera is in normal mode and 
displaying the images on the LCD reads on the determining device judging whether said 
apparatus is in a playback state in which said apparatus in not controlled by the external 
controller unit. 

The Saito reference does not teach a driving device that moves an image sensing 
optical system to image sensing and non-image sensing regions. 

Kobayashi teaches a driving device (zoom motor 10) that moves an image sensing 
optical system (zoom lens 1 1) in extending and retracting directions (col. 9, lines 43-49). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the driving device of Kobayashi into the 
image sensing apparatus that may be controlled individually or by an external device 
taught by Saito to make an image sensing apparatus that drives its optical system in 
accordance with the desires of its controller, whether the controller is an individual 
operator or an external unit. One of ordinary skill would have been motivated to make 
such a modification to provide greater flexibility in operating a camera. 

Regarding claims 14, 32, 67, 83, 99, 115, 130 and 145, Saito et al. in view of 
Kobayashi et al. teach the apparatus of claims 1, 20, 54, 70, 86, 102, 1 18 and 133, 
respectively. Saito teaches a signal processing device (signal processing circuit 223) that 
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converts an optical image formed by the optical system into an electrical signal for 
photography and display (col. 13, lines 14-33). 

Regarding claims 21,71, 103, and 134, Saito in view of Kobayashi teach the 
apparatus of claims 20, 70, 102, 133, respectively. Saito teaches that when a camera is 
connected to a computer, which reads on the external control state, the computer controls 
the camera to effect image sensing (col. 9, line 47-col. 10, line 3). It would have been 
obvious to one of ordinary skill to extend the image sensing optical system out from the 
camera body when capturing images. 

Regarding claims 22, 73, 105, and 135, Saito in view of Kobayashi teach the 
apparatus of claims 20, 70, 102, 133, respectively. Saito teaches that the camera receives 
shutter release commands from the host computer 12^ which reads on an external state in 
which the external controller unit transmits an image sensing signal to the camera 10 (col. 
9, line 47-col. 10, line 3). It would have been obvious to one of ordinary skill to extend 
image sensing optical system out from the camera body when capturing images. 

Regarding claims 33, 84, 116, and 146, Saito in view of Kobayashi teach the 
apparatus of claims 20, 70, 102, 133, respectively. Saito teaches that a computer may 
control the camera, which reads on an external control state (col. 9, line 47-col. 10, line 
3). 

Regarding claim 34, Saito in view of Kobayashi teach the apparatus of claim 20. 
Kobayashi et al teaches that said driving device includes a motor (zoom motor 10) (col. 
9, lines 43-49). 
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Regarding claims 35, 85, 117, and 147, Saito et al. teaches a camera that judges at 
least whether said camera is in a first state of being functionally connected to an external 
device (host computer 30) through a memory card such that the operations of the image 
sensing apparatus, including image capture, are controlled by the external device (host 
computer 30), which reads on an external control (first) state in which said apparatus is 
controlled by an external controller unit (col. 9, line 47-col. 10, line 3). The 
determination device is inherently taught because the camera judges whether the camera 
is in normal mode or remote mode according to whether the flag is set of not (see column 
9, lines 49-54. Saito also teaches that the image sensing apparatus can capture images 
when its shutter release button is pressed, which reads on an image sensing (second) state 
in which said apparatus is not controlled by the external controller unit, individually (col. 
9, lines 4-7). Saito therefore teaches that operations of the camera may be controlled 
individually or by an external device (see column 9, line 63 to column 10, line 3), which 
reads on determination of operations of the image sensing apparatus in accordance with 
whether the image sensing apparatus is controlled by an external device. In another 
embodiment, Saito discloses a driving device (see figure 11, element 236) that moves an 
image sensing optical system (see figure 11, element 231 and column 13, lines 33-39). 
Saito also discloses a liquid crystal display (232) and LCD driving circuit (233) which 
can display in a playback (third) state the real-time image and can also display the still 
images which are recorded in the image to confirm a photographing (see column 13, lines 
14-32). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to have been motivated to modify the first embodiment of the Saito 
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reference in view of the fifth embodiment to have a driving device and a playback mode 
in which said apparatus is not controlled by the external controller unit, in order to focus 
the image and view the image during photographing, so that the user instantly verify the 
image was captured correctly, making the photographing process easier while saving the 
user time not having to connect to the host computer. The system control determining 
that the camera is in normal mode and displaying the images on the LCD reads on the 
determining device judging whether said apparatus is in a playback state in which said 
apparatus in not controlled by the external controller unit. 

The Saito reference does not teach a driving device that moves an image sensing 
optical system to image sensing and non-image sensing regions. 

Kobayashi teaches a driving device (zoom motor 10) that moves a photographing 
optical system (zoom lens 1 1) in extending and retracting directions (col. 9, lines 43-52). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the driving device of Kobayashi into the 
camera that may be controlled individually or by an external device taught by Saito to 
make a camera that drives its photographing optical system in accordance with the 
desires of its controller, whether the controller is an individual operator or an external 
unit. One of ordinary skill would have been motivated to make such a modification to 
provide greater flexibility in operating a camera. 

Regarding claims 50, 51, and 148-159, because the apparatus of claims 1, 20, 54, 
69, 70,85,86, 101,133, 117,118, 132, 102 and 133, respectively, are taught, the control 
method corresponding to the apparatus is also taught. 
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Regarding claims 62, 94, and 126, Saito in view of Kobayashi teaches the 
apparatus of claims 54, 86, and 118, respectively. See above. Saito in view of Kobayashi 
discloses the image sensing optical system is driven to the non-image sensing region in 
response to the completion of an image sensing operation in the first state (see 
Kobayashi: column 16, lines 37-50: When the camera goes into a non-use condition for 
the lens, the zoom lens is retracted into the camera body). 

Regarding claims 65, 81, 97, 1 13, 128, and 143, Saito in view of Kobayashi teach 
the apparatus according to claims 54, 70, 86, 102, 127, and 133, respectively. Kobayashi 
teaches that the image sensing optical system is positioned in a non-image sensing region 
during a non-image sensing state (col. 16, lines 38-50). Saito teaches a third state or 
playback mode with a non sensing state when reviewing saved images (see column 13, 
lines 14-32). 

Regarding claims 72 and 104, Saito in view of Kobayashi teaches the apparatus of 
claims 70 and 102, respectively. See above. Saito in view of Kobayashi discloses the 
image sensing optical system is driven to move in, in response to the completion of an 
image sensing operation in the first state (see Kobayashi: column 16, lines 37-50: When 
the camera goes into a non-use condition for the lens, the zoom lens is retracted into the 
camera body). 

Regarding claims 161, 165, and 169, Saito in view of Kobayashi teaches the 
apparatus of claims 54, 86, and 118 respectively. It is implied by the Kobayashi 
reference that when the determination device judges that said image sensing apparatus is 
in the third state or playback mode, said determination device positions the image sensing 
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position system in the non image sensing region inside the camera body when image 
capture is completed and viewing saved images (col. 9, lines 43-52), in order to protect 
the lens when not in use. 

Regarding claims 163, 167, 174 and 176, Saito in view of Kobayashi teaches the 
apparatus of claims 1 and 20, respectively. The Saito reference discloses that when the 
determination device judges that said image sensing apparatus is in the third state or 
playback mode, said determination device moves out the image sensing optical system in 
the image sensing region when previewing images for capture in real time (see column 
13, lines 26-32). 

Regarding claims 160, 162, 164, 166, 168, 170, 171, 175, and 177, Saito in view 
of Kobayashi teaches the apparatus of claims 65, 161, 91, 143, 165, 128, 169, 174 and 
176, respectively. It is implied by the Saito reference that when the determination device 
judges said image sensing apparatus is in the second state or image sensing mode, said 
determination device causes said driving device to move the image sensing optical 
system to the image sensing region, in order move the lens to the correct zoom location to 
be able to more accurately capture the desired image (see column 13, lines 34-44). 
3. Claims 4-6, 10, 11, 23-25, 27-29, 58-60, 63, 64, 74-76, 78-80, 90-92, 95, 96, 106-108, 
110-112, 121-123, 127, 136-138, 140-142, and 172-173 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Saito et al, U.S. Patent 6,256,063, in view of Kobayashi et al, 
U.S. Patent 5,136,320, and further in view of Takahashi, U.S. Patent 5,210,567. 

Regarding claims 4, 58, 90, 121, Saito in view of Kobayashi teach the apparatus 
of claim 3. See above. Saito in view of Kobayashi do not teach the driving of said optical 
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system to the non-image sensing region in response to a completion of an image sensing 
operation. 

Takahashi teaches the retraction of a lens to a rest position a predetermined time 
period after an image capture (col. 2, lines 40-52), which reads on the driving of an 
optical system to a non-image sensing region in response to a completion of an image 
sensing operation. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the apparatus of Saito in view of Kobayashi 
with the practice of positioning the optical system in the non-image sensing region 
following the completion of an image capture taught by Takahashi to make an apparatus 
that retracts the lens once image capture has been completed. One of ordinary skill would 
have been motivated to make such a modification to protect the lens when not in use. 

Regarding claims 5, 10, 59, 63, 91, 95, and 122, Saito in view of Kobayashi teach 
the apparatus of claim 3. See above. Saito in view of Kobayashi do not teach a timer for 
causing said driving device to drive said image sensing optical system to the non-image 
sensing region a predetermined time period after a completion of an image sensing 
operation. 

Takahashi teaches the retraction of a lens to a rest position a predetermined time 
period after an image capture (col. 2, lines 40-52). The timer is inherently taught. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the apparatus of Saito in view of Kobayashi 
with the technique of Takahashi to make an image sensing apparatus with a timer that 
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retracts the lens to a non-image sensing position once a predetermined time period 
following an image capture has elapsed, whether the apparatus is in the external control 
state or not. One of ordinary skill would have been motivated to make such a 
modification to protect the lens when not in use. 

Regarding claims 6, 1 1, 60, 64, 92, 96, 123, and 127, Saito in view of Kobayashi 
teach the apparatus of claims 5, 10, 59, 63, 91, 95, 122, 118, respectively. Takahashi 
teaches the retraction of lens to a rest position after the elapse of a predetermined time 
period following the last image capture (col. 2, lines 40- 52). It would have been obvious 
to one of ordinary skill that if another image were captured before the predetermined time 
period elapses, the timer resets in accordance with the most recent image captured, and 
the lens would remain in the extended position. 

Regarding claims 23, 74, 106, 136, Saito in view of Kobayashi teach the 
apparatus of claims 22, 73, 105, and 135, respectively. See above. Saito in view of 
Kobayashi do not teach the retraction of optical system in response to a completion of an 
image sensing operation. 

Takahashi does teach the retraction of a camera lens a predetermined time period 
after an image capture (col. 2, lines 40-52), which reads on the retraction of the lens in 
response to a completion of an image sensing operation. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the apparatus of Saito in view of Kobayashi 
with the practice of retracting the optical system following the completion of an image 
capture taught by Takahashi to make an apparatus that retracts the lens after image 



Application/Control Number: 09/266,253 Page 19 

Art Unit: 2622 

capture has been completed. One of ordinary skill would have been motivated to make 
such a modification to protect the lens when not in use. 

Regarding claims 24, 75, 107, and 137, Saito in view of Kobayashi teach the 
apparatus of claim 22, 73, 105, and 135. See above. Saito in view of Kobayashi do not 
teach a timer for causing the retraction of said optical system a predetermined time period 
after an image capture. 

Takahashi teaches the retraction of a camera lens a predetermined time period 
after an image capture (col. 5, lines 23-28). The timer is inherently taught. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the apparatus of Saito in view of Kobayashi 
with the technique of Takahashi to make an image sensing apparatus that retracts the lens 
after a predetermined time period following an image capture has elapsed. One of 
ordinary skill would have been motivated to make such a modification to protect the lens 
when not in use. 

Regarding claims 25, 29, 76, 80, 108, 112, 138 and 142, Saito in view of 
Kobayashi teach the apparatus of claims 24, 75, 107, and 137, respectively. Takahashi 
teaches the retraction of lens to a rest position after the elapse of a predetermined time 
period following the last image capture (col. 5, lines 23-28). It would have been obvious 
to one of ordinary skill that if another image were captured before the predetermined time 
period elapses, the timer resets in accordance with the most recent image captured, and 
the lens would remain in the extended position. 
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Regarding claims 27, 78,1 10, and 140, Saito in view of Kobayashi teach the 
apparatus of claims 20, 70, 102, and 133, respectively. See above. Saito in view of 
Kobayashi do not teach the retracting of said optical system in response to a completion 
of an image sensing operation. 

Takahashi does teach the retraction of a camera lens a predetermined time period 
after an image capture (abstract; col. 5, lines 23-28), which reads the retraction of an 
optical system in response to a completion of an image sensing operation. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the apparatus of Saito in view of Kobayashi 
with the practice of retracting the optical system following the completion of an image 
capture taught by Takahashi to make an apparatus that retracts the lens after image 
capture has been completed, whether the camera is in an external control state or not. One 
of ordinary skill would have been motivated to make such a modification to protect the 
lens when not in use. 

Regarding claims 28, 79, 111, and 141, Saito in view of Kobayashi teach the 
apparatus of claims 22, 73, 105, and 135, respectively. See above. Saito in view of 
Kobayashi do not teach a timer for causing the optical system to be retracted a 
predetermined time period after a completion of an image sensing operation when the 
apparatus is in the external control state. 

Takahashi teaches the retraction of a camera lens a predetermined time period 
after an image capture (col. 5, lines 23-28). The timer is inherently taught. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the apparatus of Saito in view of Kobayashi 
with the technique of Takahashi to make an image sensing apparatus with a timer that 
retracts the lens once a predetermined time period following an image capture has 
elapsed. One of ordinary skill would have been motivated to make such a modification to 
protect the lens when not in use. 

Regarding claim 172, Saito in view of Kobayashi teaches the apparatus of claim 
1 . The combination of the Saito and Kobayashi references does not disclose that the 
determination device positions the optical system in the non sensing region, in a case 
where said determination device judges that said apparatus is in the playback state. 

Takahashi teaches the retraction of a lens to a rest position a predetermined time 
period after an image capture (col. 5, lines 23-28). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to have been motivated to modify Saito in view of Kobayashi and further in 
view of Takahashi to have the determination device positions the optical system in the 
non sensing region, in a case where said determination device judges that said apparatus 
is in the playback state once a predetermined time period following an image capture has 
elapsed. One of ordinary skill would have been motivated to make such a modification to 
protect the lens when not in use. 

Regarding claim 173, Saito in view of Kobayashi and further in view of 
Takahashi teaches the apparatus of claim 172 It is implied by the Saito reference that 
when the determination device judges said image sensing apparatus is in the second state 
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or image sensing mode, said determination device causes said driving device to move the 
image sensing optical system to the image sensing region, in order move the lens to the 
correct zoom location to be able to more accurately capture the desired image (see 
column 13, lines 34-44). 

4. Claims 7-8, 13, 26, 30-31, 56, 61, 66, 77, 82, 88, 93, 98, 109, 114, 125, 124, 129, 139, 

and 144 are rejected under 35 U.S.C 103(a) as being unpatentable over Saito et al, U.S. 

Patent 6,256,063, in view of Kobayashi et al, U.S. Patent 5,136,320, and further in view of 

Hashimoto et al, U.S. Patent 6,344,875. 

Regarding claims 7,8, 56, 61, 88, 93, 124, and 125, Saito in view of Kobayashi 
teach the apparatus according to claims 1, 54, 86, and 118, respectively. See above. 
Kobayashi teaches that the image sensing optical system is positioned in a non-image 
sensing region during a non-image sensing state, which reads on the prevention of the 
optical system from being driven to the image sensing state (col. 16, lines 38-5). Saito 
teaches a digital camera with a memory for storing digital images (col. 9, lines 13-17). 
Saito in view of Kobayashi do not teach that the image sensing optical system is in the 
non-image sensing region when the apparatus is in the external control state. 

Hashimoto teaches that when a computer controls the camera, it is limited to 
transmitting and receiving images, which reads on non-image sensing states (col. 10, 
lines 30-33). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the practice of positioning optical systems in the 
non-image sensing position when the apparatus is in a non-image sensing mode taught by 
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Saito in view of Kobayashi with the use of external control states taught by Hashimoto to 
make an apparatus that positions the optical system in the non-image sensing region 
when the camera is transmitting or receiving images in the external control state. One of 
ordinary skill would have been motivated to make such a modification to safeguard the 
lens when it is not in use. 

Regarding claims 13,31,66, 82, 98, 114, 129, and 144, Saito et al. in view of 
Kobayashi et al. teach the apparatus according to claims 1, 20, 54, 70, 86, 102, 118, 133, 
respectively. Hashimoto teaches an operation device that selectively sets the apparatus 
into the image sensing (first) state, the playback (second) state or the external control 
(third) states, wherein said operation device is provided on an exterior of said image 
sensing device, which reads on provided at a position where a user can operate said 
operation device (Fig. 13B). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to have been motivated to modify Saito et al. in view of Kobayashi et al., and 
further in view of Hashimoto et al. to have an operation device that selectively sets the 
apparatus into the image sensing (first) state, the playback (second) state or the external 
control (third) states, wherein said operation device is provided on an exterior of said 
image sensing device, which reads on provided at a position where a user can operate 
said operation device, in order for the user to easily switch the modes of the camera. 

Regarding claims 26, 77, 109, and 139, Saito in view of Kobayashi teach the 
apparatus according to claims 20, 70, 102, and 133, respectively. See above. Kobayashi 
teaches that the image sensing optical system is positioned in a non-image sensing region 
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during a non-image sensing state, which reads on the prevention of the optical system 
being driven in the extending direction (col. 16, lines 38-50). Saito in view of Kobayashi 
do not teach that the image sensing optical system is in the non-image sensing region 
when the apparatus is in the external control state. 

Hashimoto teaches that when a computer controls the camera, it is limited to 
transmitting and receiving images, which reads on non-image sensing states (col. 10, 
lines 30-33). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the practice of positioning optical systems in the 
non-image sensing position when the apparatus is in a non-image sensing mode taught by 
Saito in view of Kobayashi with the use of non-image external control states taught by 
Hashimoto to make an apparatus that prevents the optical system from being driven in the 
extended direction when the camera is transmitting or receiving images in the non-image 
sensing external control state. One of ordinary skill would have been motivated to make 
such a modification to safeguard the lens when it is not in use. 
(10) Response to Argument 

The applicant asserts that neither Saito nor Kobayashi teaches, suggests, or 
discloses a driving device that moves an image sensing optical system based upon a 
determination device to move an image sensing region based on three separate states. In 
response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., 
determination device to move an image sensing region based on three separate states) are 
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not recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). The claim states, 
"determination device also determining an operation of said driving device in accordance 
with a judgment result of said determination device"; therefore, a reference needs only to 
have a judgment result of being in one of the states, not all three, to read on the claim. 

Saito discloses a driving device (see figure 11, element 236) that moves an image 
sensing optical system (see figure 11, element 231 and column 13, lines 33-39). The 
Saito reference also discloses the system controller or determination device determines an 
operation of said driving device in accordance with a judgment result of said 
determination device, by detecting the operation of the zoom lever (236) after it is 
implied the system controller or determining device has already determined the camera is 
in the normal mode by the flag, the system controller then begins to drive or optically 
zoom the zoom lens (231) in accordance with the judgment result that the device is in an 
image sensing state in which said apparatus is not controlled by the external controller 
unit (see column 13, lines 33-38). The Saito reference further discloses the system 
controller or determination device determines an operation of said driving device in 
accordance with a judgment result of said determination device that the device is in an 
image sensing state in which said apparatus is controlled by the external controller, 
wherein it is implied the system controller or determining device has already determined 
the camera is in the external mode by the flag before the host computer sends a zoom 
command to the determination device to drive to the lens (see column 9, line 66 to 
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column 10, line 3). Therefore, Saito reference discloses the determine determination 
device also determining an operation of said driving device in accordance with a 
judgment result of said determination device in two, of the three states, an image sensing 
state and the external controller state. 

Kobayashi teaches a driving device (zoom motor 10) that moves an image sensing 
optical system (zoom lens 1 1) to image sensing and non-image sensing regions (col. 9, 
lines 13-18, 43-49). The Kobayashi discloses the camera has several modes including a 
lock mode (see column 10, lines 15-20), when the determination device or controller 
determines the camera is in the lock mode, the lens is moved to a non-image sensing or 
storage region (see column 16, lines 38-50). When the control determines the camera is 
in macro mode, it moves the lens to an image sensing region (see column 16, lines 53- 
67). 

In regard to claims 1-1 1, 13-29, 31-35, 50, 51, and 54-177, based on the reasons 
stated above, it is viewed that Saito in view of Kobayashi discloses a "determination 
device also determining an operation of said driving device in accordance with a 
judgment result of said determination device". 

Since the independent claims 1, 19, 20, 35, 50, 51, 54, 69, 70, 85, 86, 101 , 102, 
117, 118, 132, 133, and 147-159 are obvious under 35 U.S.C. 103, the applicant cannot 
show the dependent claims are non-obvious based on their dependency. Therefore, the 
claims 4-8, 10, 11, 13, 23-31, 56, 58-61, 63, 64, 66, 74-80, 82, 88, 90-93, 95, 96, 98, 106- 
112, 114, 121,-125, 127, 129, 136-139, 140-142, 144, and 172-173 obvious under 35 
U.S.C. 103 as stated in the rejection above. 
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(11) Related Proeeeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. . 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

gvs 

5/19/07 
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Gevell Selby, Assistant Examiner 
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